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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 8 and 10 are rejected due to both reciting: 

"...bifurcate pin member having two pin tips onto a bottom part of said root 
portion pot to an upper part of the root portion of said imitation lawn forcibly fit in the 
root portion... such that said pin member traverses a middle portion of the root portion, 
from which said foliaceous pieces are parted, and strides across both sides of an 
opening of said root portion pot." 

The manner in which these claims are written is unclear due to it not being 
known whether the pin member or the imitation lawn is forcibly fit, and whether the two 
pin tips or the parted foliaceous pieces stride across both sides of an opening of said 
root portion pot. For applying prior art, the examiner interprets the claims to mean that 
the imitation lawn is forcibly fit and the pin member strides across both sides of an 
opening. 

Claims 9 and 11-13 are rejected based on being dependent of claims 8 and 1 0 
which are rejected above. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-13 are rejected under 35 U.S.C. 103(a) as being obvious overYamada 
(JP 11-113724). 

Regarding claims 8 and 10 : Yamada teaches an artificial lawn comprised of a 
synthetic resin lawn (imitation lawn), a base mat (laying board) onto which the imitation 
lawn is planted (abstract and Figures). Also, the imitation lawn is actually a bunch of 
resin filaments which are representative of leaves (foliaceous pieces) (abstract and 
Figures) and a planting hole "5" (root portion pot) which bundles the bunch of foliaceous 
pieces (Figures). 

The examiner notes that claims 8 and 10 are product by process claims due to 
both claims reciting the limitations of: 

"...imitation lawn being fixed to said laying board by driving a bifurcate pin 
member ... onto a bottom part of said root portion pot", 

"...guide grooves, upon driving of said bifurcate pin member onto the bottom part 
of said root portion pot, specifying drive positions of both the pin tips... and also guiding 
both pin tips...", 

and claim 10 recites "guide grooves, upon driving of said bifurcate pin member 
onto the bottom part of said root portion pot, specifying drive positions of both the pin 
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tips and guiding a striking tool used for driving said bifurcate pin member to the bottom 
part of said root portion pot". 

According to the MPEP 2113 [R-1], product-by-process claims are limited by and 
defined by the process and determination of patentability is based on the product itself 
and not its method of production. Therefore, if the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable 
even though the prior product was made by a different process." In re Thorpe, 777 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Regarding the first product by process limitation, Yamada teaches that the 
imitation lawn is forcibly fit into the planting hole (abstract) and is fixed to the base mat 
by driving a bifurcate band member having two tips onto a bottom part of the planting 
hole to an upper part of the root portion of said imitation lawn (Figures). The examiner 
notes that a pin is broadly defined as a piece of material that fastens things together 
(Merriam-Webster, http://www.merriam-webster.com/cgi- 
bin/dictionary?book=Dictionary&va=pin). Therefore, the above bifurcate band is 
considered a pin. 

The imitation lawn and pin are forcibly fit in the planting hole of the base mat 
such that the above pin traverses a middle part of the lawn root portion, from which the 
foliaceous pieces are parted and the pin and parted foliaceous pieces stride across both 
sides of the planting hole opening (Figures 2 and 5). Also, the reference teaches that 
the base mat has a pair of guide grooves formed in the peripheral wall part of the 
planting hole and these grooves are represented by 1 1 in the figures while the planting 
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hole is represented by 5. From this illustration, it is seen that these grooves are at 
positions opposing each other through the opening of the planting hole. 

Regarding the second product by process limitation, the reference teaches that 
the pin is driven into the planting hole (Figures and Par. 0009) and upon forming the 
lawn, the grooves expand (Par. 0019). From the illustrations and this teaching, it is seen 
that the guide grooves inherently expand upon the driving of the pin member and guide 
the pin onto the bottom portion of the planting hole, specifying drive position of both pin 
tips and guiding the pin tips to the bottom of the planting hole. Further, the illustrations 
show that the inner diameter of the planting hole 5 is narrower than a horizontal 
distance between the pin tips of the pin member and the grooves 1 1 , are recesses in 
the peripheral wall of hole 5 wherein the recesses extend in a vertical direction and 
through said base mat. Also, from the illustrations, the pair of guide grooves is formed 
so as to reach depth wise to the bottom part of the planting hole. 

Furthermore, regarding the last product by process limitation of claim 10, the 
illustrations show and it was discussed that the guide grooves would inherently guide 
the pin member upon driving and specify drive positions of both pin tips of said pin 
member. Also, the illustrations represent that the pin member is inserted into the 
planting hole and the examiner notes that the pin would inherently have to be inserted 
with a striking tool such as a hand, etc. in order to be inserted. Further, since the pin is 
guided and placed in positions based on the guide grooves, then the guide grooves 
would also inherently have to guide whatever tool was used to insert said pins since the 
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pin is inserted using a striking tool and while inserted using said tool, the guide grooves 
are guiding the pin and therefore, the tool as well. 

However, the reference is silent regarding a plurality of imitation lawns each 
comprising a bunch of the above foliaceous pieces and planting holes. 

Consider a plurality of imitation lawns each comprising a bunch of the above 
foliaceous pieces and planting holes. 

While the reference does disclose that there are a plurality of the imitation lawns 
comprising the bundles and planting holes are on the base mat, they teach that lawns 
used in the above manner are advantageous for a yard, etc. (Par. 0001) and while the 
reference only specifically discloses one imitation lawn on the base mat to form the 
artificial lawn and method of producing said lawn, one of ordinary skill in the art would 
recognize that in order to provide more coverage and a larger artificial lawn surface, that 
a plurality of the above imitation lawn bundles with the planting holes could be used on 
the base mat. Also, this concept of providing a plurality of bundles to a base mat to 
produce an artificial lawn type material is evidenced by Salle (US PN. 5,976,643) as 
being known in the art. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to modify Yamada to include that a plurality of the 
imitation lawns each comprising the bundles and planting hole can be applied to the 
base mat in order to provide more uniform and complete coverage when producing an 
artificial lawn for a yard, etc. (Claims 8 and 10). 

Regarding claims 9 and 11 : The reference also teaches as illustrated by the 
illustrations that both pin tips of the pin member pierce through the bottom part of the 
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planting hold of the base mat and can be folded back. Also, when folded, the pin tips 
can be in contact with a bottom surface of the planting hole of the base mat wherein 
both pin tips are facing each other (Figure 5) (Claims 9 and 11). 
Regarding claims 12-13 : The examiner notes that claims 12 and 13 are also product 
by process claims and the same rules from above apply due to the claims reciting: 
"...each of the guide grooves is non-movable with respect to said laying board upon the 
driving of said bifurcate pin member onto the bottom part of said root portion pot." 

The manner in which the claim is written reads that the guide grooves don't move 
during the process of driving the pin member into the bottom portion. Therefore, in these 
claims, the grooves being non-movable during the process is the process limitation of 
the claims and the product itself only needs non-movable grooves within the final 
product post production. Therefore, regardless of if the grooves move during the driving 
process, as long as the grooves are non-movable in the prior art final product, the 
applicants' product is taught and unpatentable. 

In the instant case, the reference does not teach that the guide grooves do not 
move when the pin is inserted but rather expand during insertion. However, the overall 
structure is taught and as illustrated in the Figures, the grooves are stationary (non- 
movable) with respect to the base mat. While, the process is not taught, the examiner 
notes that one of ordinary skill in the art would recognize that whether or not the guide 
grooves move during manufacture, the finished product will be the same and any 
method including the applicants' claimed process can be used. As such, it would have 
been obvious to one of ordinary skill in the art at the time of invention to further modify 
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Yamada to include that the method of producing the artificial lawn can include that the 
guide grooves do not move upon insertion of the pin into the bottom portion of the 
planting hole (Claims 12-13). 

Response to Arguments 

Applicant's arguments with respect to claims 8-16 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAUREN ROBINSON whose telephone number is 
(571 )270-3474. The examiner can normally be reached on Monday to Thursday 6am to 
4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-2721284. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Lauren E. T. Robinson 

Examiner 
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